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Appeal 2010-003511 
Application 10/680,020 
Technology Center 3600 



Before HUBERT C. LORIN, JOSEPH A. FISCHETTI, and 
BIBHU R. MOHANTY, Administrative Patent Judges. 

LORIN, Administrative Patent Judge. 



DECISION ON APPEAL 
An oral hearing was held on April 13, 2011. 



STATEMENT OF THE CASE 
Carroll, et al. (Appellants) seek our review under 35 U.S.C. § 134 
(2002) of the final rejection of claims 1-21. We have jurisdiction under 35 
U.S.C. § 6(b) (2002). 
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SUMMARY OF DECISION 

We REVERSE. 1 



THE INVENTION 

The invention relates payment processing systems. 
Claim 1, reproduced below, is illustrative of the subject matter on 
appeal. 

1. A system for updating merchant on file payment data at a payment 
processor comprising: 

a merchant processing selection system receiving selection data 
for one of two or more types of on file payment data update 
processing; and 

a merchant account update system receiving the selection data 
and processing account update data based on the selection data. 

THE REJECTIONS 
The Examiner relies upon the following as evidence of 
unpatentability: 

Myatt US 5,231,569 Jul. 27, 1993 

Rajaram US 6,990,47 1 B 1 Jan. 24, 2006 

(filed Aug. 2, 
2001) 

The following rejections are before us for review: 
1. Claims 1, 2, and 4 are rejected under 35 U.S.C. § 102(b) as being 
anticipated by Myatt. 



1 We have considered the Appellants' Appeal Brief ("Br.," filed Jul. 6, 2009) 
and the Examiner's Answers ("Answer," mailed Oct. 14, 2009). 
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2. Claims 3 and 5-21 are rejected under 35 U.S.C. § 103(a) as 

unpatentable over Myatt and Rajaram. 

ISSUES 

Did the Examiner err in rejecting the claims over the cited prior art? 

FINDINGS OF FACT 
We rely on the Examiner's factual findings stated in the Answer. 
Additional findings of fact may appear in the Analysis below. 

ANALYSIS 

The rejection of claims 1, 2, and 4 under 35 U.S.C. § 102(b) as being 
anticipated by Myatt. 

"A determination that a claim is anticipated under 35 U.S.C. § 102(b) 
involves two analytical steps. First, the Board must interpret the claim 
language, where necessary. Because the PTO is entitled to give claims their 
broadest reasonable interpretation, our review of the Board's claim 
construction is limited to determining whether it was reasonable. In re 
Morris, 127 F.3d 1048, 1055 (Fed. Cir. 1997). Secondly, the Board must 
compare the construed claim to a prior art reference and make factual 
findings that "each and every limitation is found either expressly or 
inherently in [that] single prior art reference." Celeritas Techs. Ltd. v. 
Rockwell Int'l Corp., 150 F.3d 1354, 1360 (Fed. Cir. 1998)." (citations 
omitted). In re Crish, 393 F.3d 1253, 1256 (Fed. Cir. 2004). 

The entirety of the Examiner's position as to independent claim 1, 
from which claims 2 and 4 depend, is this: 
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Myatt et al. disclose a system for updating merchant on file payment 
data at a payment processor comprising: a merchant processing 
selection system receiving selection data for one of two or more types 
of on file payment data update processing; and a merchant account 
update system receiving the selection data and processing account 
update data based on the selection data (see col 4, lines 25-45, col. 3). 

Answer 3-4. 

We have reviewed col. 4, lines 25-45, and col. 3 of Myatt but have 
been unable to discern where in that disclosure the "merchant processing 
selection system" and " merchant account update system" elements of the 
claimed system is described, expressly or inherently. The Appellants also 
had this difficulty and requested clarification (Br. 9-10). But the response 
does not elaborate (Answer 10: "Myatt et al. disclose this feature in col 4, 
lines 25-45, and col. 3."). 

We find that the Examiner has not made out a prima facie case of 
anticipation in the first instance for the subject matter of claims 1, 2, and 4 
over Myatt. 

The rejection of claims 3 and 5-21 under 35 U.S.C. § 103 as being 
unpatentable over Myatt and Rajaram. 

This rejection suffers for similar reasons. 

The two independent claims 1 1 and 16, like claim 1, involve a 
payment processor. The Examiner relies on the disclosure at col. 4, lines 25- 
45, and col. 3 of Myatt as showing the payment processor as claimed. 
Answer 5 ("Myatt et al. discloses a merchant updating system as applied 
above in claim 1 (see col 4, lines 25-45, col. 3)."). We are not sure what in 
col. 4, 11. 24-45 and col. 3 the Examiner is referring to. There is discussion of 
account user information which may be stored in a memory located, e.g., in 
a mainframe computer. See col. 4, 11. 32-39. There is also discussion of a 

4 



Appeal 2010-003511 
Application 10/680,020 

transaction processor for accessing an account and debiting an amount. See 
col. 3, 11. 26-31. However, we do not see in these discussions a payment 
processor capable of functioning as claimed. Absent further explanation as 
to how one of ordinary skill in the art would be led to a payment processor 
capable of functioning as claimed given the disclosure at col. 4, lines 25-45, 
and col. 3 of Myatt, a prima facie case of obviousness has not been made out 
in the first instance. 

We also agree with the Appellants that claim 21 is presumed to be in 
means-plus-function format and therefore, if the presumption is not 
overcome, it was incumbent on the Examiner to construe the claim in 
accordance with 35 U.S.C. § 112, paragraph 6. Construing means-plus- 
function claim language in accordance with 35 U.S.C. § 112, paragraph 6, is 
a two-step process. 

The first step in construing a means-plus-function 
claim limitation is to define the particular function 
of the claim limitation. Budde v. Harley -Davidson, 
Inc., 250 F.3d 1369, 1376 (Fed.Cir.2001). "The 
court must construe the function of a means-plus- 
function limitation to include the limitations 
contained in the claim language, and only those 
limitations." Cardiac Pacemakers, Inc. v. St. Jude 
Med., Inc., 296 F.3d 1106, 1113 (Fed.Cir.2002). . . 
. The next step in construing a means-plus-function 
claim limitation is to look to the specification and 
identify the corresponding structure for that 
function. "Under this second step, 'structure 
disclosed in the specification is "corresponding" 
structure only if the specification or prosecution 
history clearly links or associates that structure to 
the function recited in the claim.' " Med. 
Instrumentation & Diagnostics Corp. v. Elekta AB, 
344 F.3d 1205, 1210 (Fed.Cir.2003) (quoting B. 
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Braun Med. Inc. v. Abbott Labs., 124 F.3d 1419, 
1424 (Fed.Cir.1997)). 

Golightlnc. v. Wal-Mart Stores Inc., 355 F.3d 1327, 1333-34 (Fed. Cir. 
2004). The necessary claim construction analysis has not been done and as a 
result there is insufficient groundwork to meet the initial burden of 
establishing a prima facie case of obviousness for the subject matter of claim 
21. 

DECISION 

The decision of the Examiner to reject claims 1-21 is reversed. 



REVERSED 



ere 
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